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DETAILED ACTION 
Claim Objections 

1 . Claim 3 is objected to because of the following informalities: It is not clear what is 
being claimed when using the limitation "(handover)". Appropriate correction is 
required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1,2, 9-1 1 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hasan et al. (Hasan), WO/0131963 in view of Soininen et al. 
(Soininen), U.S. Publication 10,482,047. 

Regarding claim 1, Hasan discloses a cellular mobile radio system comprising 
second generation cells and third generation cells (reads on a method of handling over 
a mobile terminal from a second generation circuit switched network to a third 
generation all IP based network) (page 4 lines 6-13), the method determines whether a 
change of cell to a third generation cell is possible (reads on as the caller enters an area 
of 3G coverage the decision to perform a handover must be made) (page 5 lines 11- 
16) and, if so, effects said change of cell in order to allow said circuit and packet 
connections simultaneously in a third generation cell (after the HLR verifies that the user 
has a 3G subscription, an anchor GGSN and a properly located SGSN is chosen to 
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service the MT after the handover (whenever there are pockets of 3G coverage with in a 
2G coverage area it may be reasonably assume that initial 3G deployment will be in 
islands of 3G coverage with an already installed 2G coverage are) (page 5 lines 8-21). 

Hasan fails to disclose a method for simultaneous access to circuit services and 
packet services in, in which method, if a packet or a circuit connection is required by a 
terminal already having a circuit or a packet connection set up in a second generation 
cell. 

In a similar field of endeavor, Soininen discloses a method for simultaneous 
access to circuit services and packet services in, in which method, if a packet or a 
circuit connection is required by a terminal already having a circuit or a packet 
connection set up in a second generation cell (Ann is initiates a call and the RCA 
determines that a circuit switched connection is best, then Bob decides to open a 
whiteboard session and the RCA determines that parallel (i.e. simultaneous) circuit 
switched and packet switched connection should preferably be used) (paragraph 
[0033] and [0035]). 

At the time of invention it would have been obvious to one of ordinary skill in the 
art to further modify Hasan to include a method for simultaneous access to circuit 
services and packet services in, in which method, if a packet or a circuit connection is 
required by a terminal already having a circuit or a packet connection set up in a second 
generation cell. Motivation for this modification would have been to provide a coherent 
user experience (paragraph [0027]). 



Application/Control Number: 1 0/765, 1 32 Page 4 

Art Unit: 2686 

Regarding claim 2, the combination discloses a method according to claim 1. 
Hasan further discloses wherein the network determines if said change of cell is 
possible (reads on as the caller enters an area of 3G coverage the decision to perform a 
handover must be made) (page 5 lines 11-16). 

Regarding claim 9, the combination discloses a method according to claim 1 . 
Hasan further discloses wherein, when said change of cell has been effected, the 
network (i.e. the HLR/HSS is a part of the 3G network) (see figure 1 element 14) 
initiates automatic setting up of the connection in said third generation cell by sending 
the terminal a paging message (the HLR/HSS verifies that the user has a 3G 
subscription and chooses an Anchor GGSN and a properly located SGSN to service the 
MT after the handover) (page 5 lines 15-21). 

Regarding claim 10, the combination discloses a method according to claim 9. 

Hasan further discloses wherein, when executing said change of cell, said 
second generation cell sends said third generation cell information necessary for 
automatically initiating setting up of the connection by the network (the MT periodically 
scan for 3G coverage and when it is detected the MSC sends the "3G handover 
message" (contains the I MS I of the MT) to the 3G HLR) (page 8 Iines4-11). 

Regarding claim 11, the combination discloses a method according to claim 1. 

Hasan discloses wherein, when said change of cell has been effected, the 
terminal initiates setting up the connection in said third generation cell (after handover is 
completed the 3G service trigger launches pre-registration (a service that is initiated by 
the MT)) (page 6 lines 13-25). 
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Regarding claim 14, Hasan disclose a mobile radio system core network 
equipment including means for implementing a method according to claim 1 (reads on 
since the exemplary scenario involves handover to a 3G system the HLR (i.e. the core 
network equipment) selects an SGSN ahead a time for the call) (page 6 lines 28-31). 
4. Claims 3-8 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hasan et al. (Hasan), WO/0131963 in view of Soininen et al. (Soininen), U.S. 
Publication 10,482,047 in further view of Ahmavaara et al (Ahmavaara), U.S. 
Publication 10,276,827. 

Regarding claim 3, the combination discloses a method according to claim 1. 

Hasan discloses if said connection already set up in a second-generation cell 
(the MT scans for 3G coverage but there is none, so the subscriber makes a 2G voice 
call and at a later time detects a 3G signal) (page 6 lines 13-18). 

Hasan fails to disclose if said connection already set up is a circuit connection 
and said change of cell is an intercellular transfer (handover). 

Soininen further discloses if said connection already set up is a circuit connection 
(RCA decides that a CS connection is preferred, then when another terminal initiates a 
whiteboard session the RCA decides that parallel connection is desirable between CS 
and PS) (paragraph [0033] and [0035]). Soininen fails to disclose said change of cell 
is an intercellular transfer (handover). 

In a similar field of endeavor, Ahmavaara discloses said change of cell is an 
intercellular transfer (handover) (reads on an intersystem change from the UMTS to the 
GPRS handover for simultaneous CS and PS) (paragraph [0038]). 
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At the time of invention it would have been obvious to one of ordinary skill in the 
art to further modify the combination to include a second-generation cell is a circuit 
connection, said change of cell is an intercellular transfer (handover). Motivation for this 
modification would have been to provide a cost-effective handover procedure. 

Regarding claim 4, the combination discloses a method according to claim 1. 

Hasan discloses if said connection already set up in a second-generation cell 
(the MT scans for 3G coverage but there is none, so the subscriber makes a 2G voice 
call and at a later time detects a 3G signal) (page 6 lines 13-18). 

Hasan fails to disclose if said connection already set up is a packet connection 
and said change of cell is an intercellular transfer (handover). 

Soininen further discloses wherein if said connection already set up is a packet 
connection (reads on since the terminals are already engaged in a PS call) (paragraph 
[0041]). 

Soininen fails to disclose said change of cell is an intercellular transfer 
(handover). 

In a similar field of endeavor, Ahmavaara discloses said change of cell is an 
intercellular transfer (handover) (reads on an intersystem change from the UMTS to the 
GPRS handover for simultaneous CS and PS) (paragraph [0038]). 

At the time of invention it would have been obvious to one of ordinary skill in the 
art to further modify the combination to include a second-generation cell is a circuit 
connection, said change of cell is an intercellular transfer (handover). Motivation for this 
modification would have been to provide a cost-effective handover procedure. 
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Regarding claim 5, the combination discloses a method according to claim 1. 
Soininen discloses wherein the terminal signals to the network that a packet or a circuit 
connection is required simultaneously with a circuit or a packet connection that is 
already set up and (RCA decides that a CS connection is preferred, then when another 
terminal initiates a whiteboard session the RCA decides that parallel connection is 
desirable between CS and PS) (paragraph [0033] and [0035]). Soininen fails to 
disclose on receiving said signaling, the network determines if said change of cell is 
possible. 

In a similar field of endeavor, Ahmavaara discloses on receiving said signaling, 
the network determines if said change of cell is possible (the UTRAN decides to perform 
an intersystem change however the initiation of the handover procedure may be 
triggered by the mobile station) (paragraph [0041]). 

At the time of invention it would have been obvious to one of ordinary skill in the 
art to further modify the combination to include on receiving said signaling, the network 
determines if said change of cell is possible. Motivation for this modification would have 
been to provide a cost-effective handover procedure. 

Regarding claim 6, the combination discloses a method according to claim 5. 
Soininen discloses wherein the terminal signals to the network that a packet connection 
is required simultaneously with a circuit connection that is already set up by sending the 
network a request to operate in dual transfer mode (RCA (located in the terminal (see 
figure 2 element 21)) decides that a CS connection is preferred, then when another 
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terminal initiates a whiteboard session the RCA decides that parallel connection is 
desirable between CS and PS) (paragraph [0033] and [0035]). 

Regarding claim 7, the combination discloses a method according to claim 6. 

Soininen further discloses a mobile terminal supporting simultaneous circuit 
services and packet services and having a circuit connection already set up in said cell 
signals to the network that a packet connection is required by sending the network a 
request to operate in dual transfer mode (RCA (located in the terminal (see figure 2 
element 21)) decides that a CS connection is preferred, then when another terminal 
initiates a whiteboard session the RCA decides that parallel connection is desirable 
between CS and PS) (paragraph [0033] and [0035]). 

Soininen fails to disclose wherein a second generation cell not supporting 
simultaneous circuit services and packet services signals falsely to mobile terminals in 
said cell that it supports simultaneous circuit services and packet services (a mobile 
station may initiate a GPRS routing area update procedure for intersystem handover 
however a mobile station in class B mode may provide simultaneous support but it may 
need to put the other connection on hold for the time it is procession other connection) 
(paragraph [0037]). 

Soininen fails to disclose on receiving said signaling, the network determines if 
said change of cell is possible. 

In a similar field of endeavor, Ahmavaara discloses on receiving said signaling, 
the network determines if said change of cell is possible (the UTRAN decides to perform 
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an intersystem change however the initiation of the handover procedure may be 
triggered by the mobile station) (paragraph [0041]). 

At the time of invention it would have been obvious to one of ordinary skill in the 
art to further modify the combination to include on receiving said signaling, the network 
determines if said change of cell is possible. Motivation for this modification would have 
been to provide a cost-effective handover procedure. 

Regarding claim 8, the combination discloses a method according to claim 5. 
Soininen further discloses wherein the terminal signals to the network that a circuit 
connection is required simultaneously with a packet connection that is already set up 
(terminals are already engaged in PS a call and it is assumed that the adaptation layer 
decides that a CS bearer should be used and the CS call is then established at the 
same time) (paragraph [0041], [0042], and [0043]) by sending the network a packet 
session suspension request (a mobile station may also provide simultaneous support 
for the packet switched and circuit switch connections, it may need to put the other 
connections on hold) (paragraph [0037]). 

Regarding claim 12, the combination fails to discloses a mobile radio system 
mobile terminal including means for implementing a method according to claim 1. 

In a similar field of endeavor, Ahmavaara discloses a mobile radio system mobile 
terminal including means for implementing a method according to claim 1 (reads on the 
UR may comprise a mobile station that is adapted to communicate via the BTS of the 
GMS system and also via the Node B of the UMTS system) (paragraph [0029]). 

At the time of invention it would have been obvious to one of ordinary skill in the 
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art to further modify the combination to include a mobile radio system mobile terminal 
including means for implementing a method according to claim 1. Motivation for this 
modification would have been to provide a cost-effective handover procedure. 

Regarding claim 13, the combination fails to disclose a mobile radio system radio 
access network equipment including means for implementing a method according to 
claim 1. 

In a similar field of endeavor, Ahmavaara discloses a mobile radio system radio 
access network equipment including means for implementing a method according to 
claim 1 (reads on the mobile station moves from one cell to another cell there is a need 
to hand the mobile station over from communication with the base station and 
associated network apparatus) (paragraph [0031]). 

At the time of invention it would have been obvious to one of ordinary skill in the 
art to further modify the combination to include a mobile radio system radio access 
network equipment including means for implementing a method according to claim 1. 
Motivation for this modification would have been to provide a cost-effective handover 
procedure. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Nikkelen, U.S. Publication 2003/0207688 A1 , discloses service-based 
intersystem handover. 
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Faerber et al., U.S. Publication 2003/0153313 A1, discloses a method for 
controlling intersystem link transfer. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Celeste L. Loftin whose telephone number is 571-272- 
2842. The examiner can normally be reached on Monday thru Friday 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 571-272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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